TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 96-1729
Appl i cation 08/ 165, 795

Bef ore THOVAS, HAI RSTON, and BARRETT, Adninistrative Patent

Judges.
THOVAS, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

Appel | ant has appealed to the Board fromthe exam ner’s

final rejection of clainms 1 through 11, which constitute al

of the clainms in the application.

! Application for patent filed Decenber 13, 1993.
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Representative claim1l is reproduced bel ow

1. A nethod for reproducing an image whi ch conprises the
steps of:

(a) converting an image to a nulti-bit pixel depth

bi t map;
(b) defining a first multi-pixel cell having
parti cul ar di mensi onal attributes fromsaid bitnmap, said
cell contai ning a desired nunber of pixels and each
pi xel bearing a val ue representative of a shade of gray;

(c) determining a gray level for the first nmulti-
pi xel cell;

(d) dividing the first nmulti-pixel cell into two
equal groups of alternating pixels with a first one of
sai d groups bei ng on and a second of said groups being off;
and

(e) deriving a first derivation cell depicting a

maxi mum apparent gray fromsaid first nulti-pixe
cell havi ng said two equal groups of alternating pixels.

The follow ng references are relied on by the exam ner:
St of f el 4,194, 221 Mar. 18, 1980
Chen et al. 4, 668, 995 May 26, 1987
( Chen)
Roet | i ng 4,730, 221 Mar. 8, 1988
Roe 5,121, 223 Jun. 9, 1992
Tai 5, 258, 850 Nov. 2, 1993

Clains 5 through 8 stand rejected under the enabl enent

provision of 35 U . S.C. § 112, first paragraph. The sane
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clainms also stand rejected under the second paragraph of 35
US C 8 112 as being indefinite. Cdainms 1 through 11 stand
rejected under 35 U . S.C. § 103. As evidence of obviousness,
the exam ner relies upon Roetling in view of Tai (as a newy
stated ground of rejection in the answer) as to clains 1
through 4 and 9 through 11, with the addition of Chen or
Stoffel or Roe as to clains 5 through 8.2

Rat her than repeat the positions of the appellant and the
exam ner, reference is nmade to the briefs and the answer for
the respective details thereof.

CPI NI ON

We reverse each of the four stated rejections.

Turning first to the rejection of clains 5 through 8
under the enabl enent provision of the first paragraph of 35
U S C
§ 112, appellant correctly sets the standard of review, that
being a determ nation as to whether only routine or undue

experinmentati on nust be necessary by an artisan to nmake and

2 At page 14 of the initial exam ner’s answer, the
exam ner has withdrawn his separate rejection of claim8 under
the first paragraph witten description portion of 35 U S.C. 8§
112.
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use the clainmed invention.

The detail ed description of the invention begins at the
bottom of page 13 of the specification as filed. The
description of Figure 3 is taken in the context of each of
cells C1 and C2 being defined with side | engths of N pixels
where N is a nunber divisible by two; see the bottom of page
14. The discussion at page 15 is in the context of conparing
the actual versus the total possible gray levels of the multi-
bit pixel depth primary cell C. This sets forth the
envi ronnent of dependent claim5, a nore particular recitation
of the conparing step of independent claim4. The artisan, in
readi ng the description at pages 15 and 16 of the
specification as filed, clearly would have understood w t hout
any neasure of undue experinentation necessary to make and use
the clained invention, the subject matter of independent claim
5. The formula recited in this claimis explained in detai
in the portion of the specification at pages 15 and 16. The
di scussion at the bottom of page 16 gives an exanple of the
nuneri cal determ nations of the conpare operations which
eventual ly would yield the value V to be assigned to the gray

| evel to be depicted in a subsequent single-bit (as opposed to
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a multi-bit) multi-pixel cell. Mreover, as to the integer
determ nation in dependent claim®6, it is clear that this

di scussi on woul d have been readily understood by the artisan
as explained at pages 17 and 18 of the specification as fil ed.
It is the deriving step at the end of independent claim4 that
Is further explained according to the fornmula recited in
dependent claim6 which is consistent with this just nentioned
di scussi on.

In view of the foregoing, we conclude that it would have
been necessary for the artisan to exercise only a routine
nmeasure of experinmentation to make and use the cl ai ned
invention as set forth in dependent clains 5 through 8.

Addi tionally, since the subject natter of these clains is
directly consistent wwth and sonmewhat mirrors the actua

| anguage of the disclosure in the earlier noted portions of
the specification as filed, appellant’s clains can not be
fairly said to be indefinite. It is apparent to us that the
appel lant is particularly pointing out and distinctly claimng
what he regards as his invention as required by the second
paragraph of 35 U . S.C. 8§ 112 such as to give adequate notice

to the artisan and the public what the netes and bounds of the
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cl ai med i nvention conprise. Therefore, we reverse the
outstanding rejections of clainms 5 through 8 under the first
and second paragraphs of 35 U S.C. § 112.

Turning lastly to the rejections of clains 1 through 11
under 35 U.S.C. § 103, we reverse both of the above stated
rejections. Each of independent clains 1, 4 and 9 on appea
recite at a mninmumthe foll ow ng:

[Dlividing the first multi-pixel cell into tw equal

groups of alternating pixels with a first one of

said groups being on and a second of said groups
bei ng of f.

Qur study of the conbined teachings of Roetling and Ta

| eads us to agree with appellant’s observations at pages 5 and

6 of the reply brief which we reproduce here:

Roetling fails to discuss dividing a cell nmade up of
a nunmber of pixels into two equal groups of
alternating pixels with the first on and the second
off. The newly cited U. S. patent to Tai does not
overcone the deficiencies of Roetling. Tai uses a
nmethod entirely different fromRoetling and entirely
di fferent from Appellant to reproduce an origi na

i mge (reply brief, page 5).

Nowher e does Tai suggest that he uses a tenplate
whi ch consi sts of pixels which alternate between

bl ack and white pixels. Tai clearly says that each
of the pixels has a gray |level and in fact
determines the gray |l evel for each pixel. Further,
any tenplate that Tai generates is nodified using

6
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one of the aforenentioned dot techniques. Tai does

not turn on or turn off pixels in the manner taught

by Appellant. It is submtted that there is nothing

in Tai which would notivate one of ordinary skill in

the art to select a tenplate with alternating pixels

instead of alternating regions. It is further

submtted that there is nothing which woul d suggest

to one of ordinary skill in the art that Tai should

be conbined with Roetling. (reply brief, page 6)

If we assunme for the sake of argunent that the teachings
of Roetling and Tai woul d have been conbi nable within 35
U S C
8§ 103, the above noted provision of each independent clainms 1,
4 and 9 on appeal that we quoted earlier at a m ni nrum woul d
not have been taught or suggested in any manner. As such, we
do not agree with the examner’s view that Tai teaches the
exam ner’s admtted deficiencies in Roetling with respect to
each of these independent clains of dividing a cell into two
equal groups of alternating pixels as recited in the earlier

guoted clause. In this sense then as well, there is

essentially no prima facie case of obviousness that the

applied prior art would have been established to lead us to
concl ude the subject matter of independent clains 1, 4 and 9
woul d have been obvious to the artisan. As such, we further

reverse the rejection of the respective dependent cl ains of
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each of these independent clains including those enconpassed
by the separate stated rejection under 35 U S.C. 8§ 103 of
clainms 5 through 8.

In view of the foregoing, we have reversed the rejections
of clainms 5 through 8 under the first and second paragraphs of
35
US C § 112. W have also reversed the rejections of clains

1
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t hrough 11 under 35 U.S.C. 8§ 103. Therefore, the decision of
the exam ner rejecting all the clains on appeal is reversed.

REVERSED

Janes D. Thonas )
Adm ni strative Patent Judge )
)
)
)
Kenneth W Hairston ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Lee E. Barrett )
Adm ni strative Patent Judge )
tdc
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Robert M Case
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